UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Ex parte : JULIAN HENLEY 



Application No. 09/725,142 



ORDER RETURNING UNDOCKETED APPEAL TO EXAMINER 



This application was received at the Board of Patent Appeals and Interferences on 
September 25, 2007. A review of the application has revealed that the application is not ready 
for docketing as an appeal. Accordingly, the application is herewith being returned to the 
examiner. The matter requiring attention prior to docketing is identified below. 

EXAMINER'S ANSWER 

On January 12, 2007, an Examiner's Answer was mailed. The "Arguments" section (pgs. 

18 and 19) of the Examiner's Answer includes, supporting evidence ("Official Notice") to 

support the rejection of claims 5, 8, 9 5 13 and 14. MPEP § 1207.03 states in part: 

A new prior art reference >applied or< cited for the first time in an examiner's answer generally will 
constitute a new ground of rejection. If the citation of a new prior art reference is necessary to support a 
rejection, it must be included in the statement of rejection, which would be considered to introduce a new 
ground of rejection. Even if the prior art reference is cited to support the rejection in a minor capacity, it should 
be positively included in the statement of rejection . In re HocK 428 F.2dl341> 1342 n.3, 166USPQ406,407 
n. 3 (CCPA 1970). **>Where< a newly cited reference is added merely as evidence of the prior ** statement 
made by the examiner >as to what is "well known" in the art which was challenged for the first time in the 
appeal brief<, the citation of the reference in the examiner's answer would not >ordinarily< constitute a new 
ground of rejection within the meaning of 37 CFR *>41.39(a)(2)<. See also MPEP § 2144.03. 
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CONCLUSION 

Accordingly, it is 

ORDERED that the application is returned to the Examiner to: 

1) issue and mail a revised Examiner's Answer that includes the supporting references 
the statement of rejection; and 

2) for such further action as may be appropriate. 
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